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DETAILED ACTION 

Response to Arguments 

1. Applicant's arguments filed 1/14/1 1, with respect to claims 1-6, 8-11, and 23-28, have 
been fully considered but they are not persuasive. 

2. Claims 1-6, 8-11, 23, 24, and 26 remain rejected under 35 U.S.C. 101. 

3. Claims 1-6, 8-10, and 23-28 remain rejected under 35 U.S.C. 102(b) as being anticipated 
by Ikeda et al. (US Pat. 6,704,029; hereinafter Ikeda; already of record). 

4. Claim 1 1 remains rejected under 35 U.S.C. 103(a) as being unpatentable over Ikeda. 

5. The Applicant(s) present(s) three (3) substantive argument(s) contending the Examiner's 
rejection(s) of claim(s) 1-6, 8-10, and 23-28 under 35 U.S.C. 102(b) as being anticipated by 
Ikeda and claim 1 1 under 35 U.S.C. 103(a) as being unpatentable over Ikeda, as was set forth in 
the Office Action of 10/14/10. However, after carefully reviewing the argument(s) presented 
and further scrutiny of the applied reference(s), the Examiner must respectfully disagree and 
maintain the grounds of rejections for the reasons that follow. 

The Applicants first argue that Ikeda does not teach the step to ".. .extract moving picture 
data..." (Remarks of 1/14/11: pg. 8, lines 14-18). The Examiner respectfully disagrees. As 
shown in Ikeda, a feature of the key frame and even the color layout are determined in a moving 
picture scene (Ikeda: Fig. 6, S13). Seeing this step, alone, would show that Ikeda does indeed 
extract moving picture data. 

With regards to the typographical error in the rejection of claim 2, the Applicants are 
correct, in that, the citation be from col. 3, line 56 - col. 4, line 3. As described in the citation, a 
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start, end, and key frames are identified in a scene (Ikeda: col. 3, line 66 - col. 4, line 3). The 
Examiner respectfully disagrees that Ikeda does not disclose the step of extracting at least one 
frame group, considering the citation that an important scene can be designated. That is, the 
beginning and end, which signifies identifying, or extracting, an important scene. 

The Applicants lastly argue that Ikeda does not use ". . .a motion vector calculated by 
comparing frames of picture data. .." (Remarks of 1/14/1 1 : pg. 10, lines 14-20). The Examiner 
respectfully disagrees. It would have been obvious to one of ordinary skill in the art, at the time 
the invention was made, that the motion vector be used to compare frames of picture data after 
reading the summary of the invention. Although, only color layout is explicitly taught, Ikeda 
teaches that a similarity value is set based on image features, which, to one of ordinary skill in 
the art, could interpret as motion vectors. 

Accordingly, the Examiner maintains the applicability of Ikeda. A detailed rejection 
follows below. 

Claim Rejections - 35 USC § 101 

6. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or 
any new and useful improvement thereof, may obtain a patent therefor, subject to the conditions and 
requirements of this title. 

7. Claims 1-6, 8-11, 23, 24, and 26 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non- statutory subject matter. 

A) The Examiner notes that " . . .printing on a recording medium. . . ", " . . .recording 
moving picture data ... into a recording medium...", does not specify how the instructions are (a) 
associated with the medium, or (b) the nature of instructions. Data structures not claimed as 
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embodied (or encoded with or embedded with) in a computer readable medium are descriptive 
material per se, and are not statutory, Warmer dam, 33 F.3d at 1361, 31, USPQ2d at 1760). 
Similarly, computer programs claimed as computer listings, instructions, or codes are just the 
descriptions, expressions, of the program are not "physical things". They have neither computer 
components nor statutory processes, as they are not "acts" being performed. In contrast, a 
claimed "... computer readable medium encoded with a computer program..." is a computer 
element which defines structural and function interrelationships between the computer program 
and the rest of the computer, and is statutory, Lowry, 32 F.3d at 1583-84, 32 USPQ2d at 1035, 
Interim Guidelines, Annex IV (Section a) . 

B) The computer program as claimed is not properly associated with the operation. It is 
quite possible that the computer program may be an unrelated sub-routine or a simple commence 
instruction which then causes the computer to execute the operation that could be self-resident, 
and not encoded on the medium, Interim Guidelines, Annex IV (Section b) . 

C) Claims that recite nothing but the physical characteristics of a form of energy, such as 
frequency, voltage, or the strength of a magnetic field, define energy or magnetism, per se , and 
as such are nonstatutory natural phenomena (Specification, pg. 11, lines 9-10 & pg. 47, lines 10- 
16), O'Reilly , 56 U.S. (15 How.) at 1 12-14. Moreover, it does not appear that a claim reciting a 
signal encoded with functional descriptive material falls within any of the categories of 
patentable subject matter set for in § 101. 

Claim(s) 1 is/are rejected under 35 U.S.C. 101 as not falling within one of four statutory 
categories of inventions. Supreme Court precedent and recent Federal Circuit decisions indicate 
a statutory "process" under 35 U.S.C. 101 must (1) be tied to another statutory category (such as 
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a particular apparatus), or (2) transform underlying subject matter (such as an article or material) 
to a different state or thing. While the instant claim(s) recite a series of steps or acts to be 
performed, the claim(s) neither transform underlying subject matter nor positively tie to another 
statutory category that accomplishes the claimed method steps, and therefore do not qualify as a 
statutory process. For example there is no apparatus mentioned either in the preamble nor in the 
subsequent limitations for executing the method, In re Bilski , 88 USPQ2d 1385 (Fed. Cir. 2008). 

Claims 2-6 and 8-11 depend on claim 1 and are rejected under 35 U.S.C. 101 for the 
reason(s) stated above. 

To be more specific, the step of evaluation can be a step of preprocessing and even done 
by people. Furthermore, the programmed computer is not a particular machine and may be 
embodied as software. Because claims 23 and 24 also include the steps of claim 1, the claims are 
also still rejected under 35 U.S.C. 101, along with the claims still being just a method claim. 

Claim Rejections - 35 USC § 102 

8. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that form the 
basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or 
on sale in this country, more than one year prior to the date of application for patent in the I In i ted States. 

9. Claims 1-6, 8-10, and 23-29 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Ikeda et al. (US Pat. 6,704,029; hereinafter Ikeda; already of record). 

Re. claim 1, Ikeda teaches a moving picture data processing method for extracting a 
portion of moving picture data from moving picture data (Ikeda: Fig. 6), the method comprising: 
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a frame picture evaluation step of evaluating, using a programmed computer, each of a plurality 
of frame picture data included in the moving picture data on a basis of a specific condition, for 
generating first picture evaluation values depending on the evaluations (Ikeda: Fig. 6, element 
SI 1); and a moving picture data extraction step of extracting moving picture data based on the 
first picture evaluation values using the programmed computer, wherein the moving picture data 
includes a plurality of frame picture data which shows a moving picture for a period of time, and 
the plurality of frame picture data meets a specific condition (Ikeda: Fig. 6, element S13). 

Re claim 2, Ikeda teaches an acquiring step of acquiring the moving picture data (Ikeda: 
col. 3, lines 35-37, 44-48), wherein the moving picture data extraction step includes the step of 
extracting at least one frame group that is a collection of chronologically consecutive frame 
picture data, from among the frame picture data having at least one of the first evaluation value 
and a change of the first evaluation value, the one meeting a specific condition (Ikeda: col. 3, 
lines 56 - col. 3, line 3), wherein the method further comprises a digest moving picture data 
generation step of generating digest moving picture data using at least a portion of the extracted 
frame group (Ikeda: col. 4, lines 14-23). 

Re. claim 3, Ikeda teaches a dividing step of dividing the moving picture data to establish 
a plurality of scenes, each of the plurality of scenes containing a plurality of frames of the picture 
data (Ikeda: col. 3, line 66 - col. 4, line 4: i.e., the start and end of a scene divides the moving 
picture data to a plurality of scenes), wherein the moving picture data extraction step includes the 
step of extracting at least one of the frame groups from each of the scenes (Ikeda: col. 3, line 66 
- col. 4, line 4: i.e., an important scene is extracted along with key frames). 
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Re. claim 4, Ikeda teaches that the dividing step includes the step of dividing the moving 
picture data based on a discontinuous change in the first evaluation value (Ikeda: col. 3, line 66 
- col. 4, line 4: i.e., there is change from the scene designation module when a the end of a scene 
and a new start of a scene is established). 

Re. claim 5, Ikeda teaches that the specific condition is that the first evaluation value is at 
least equal to a specific threshold value (Ikeda: col. 7, liens 9-13: i.e., importance level can also 
be an evaluation value and thresholds can be set to establish the levels). 

Re. claim 6, Ikeda teaches a playback time input step of inputting a desired value of 
playback time of the digest moving picture data (Ikeda: col. 6, lines 45-60); and an adjusting 
step of adjusting the threshold value according to the desired value of playback time (Ikeda: col. 
6, lines 65-67: i.e., the threshold can be established according to human observation). 

Re. claim 8, Ikeda teaches that the moving picture data extraction step includes the step 
of assembling two frame groups and all frame picture data between the two frame groups, a time 
interval between the two frame groups being smaller than a specific value, for extracting as a 
single frame group (Ikeda: Fig. 10; col. 8, lines 23-34: i.e., frames are added to one group, 
likely from a second group since the interval is smaller than specified value). 

Re. claim 9, Ikeda teaches a scene dividing step of dividing the moving picture data to 
establish a plurality of scenes, each of the plurality of scenes containing a plurality of the frame 
picture data (Ikeda: col. 3, line 66 - col. 4, line 4), wherein the moving picture data extraction 
step further includes the step of extracting the two frame groups and all frame picture data 
between the two frame groups as a single frame group, when the two frame groups and the all 
frame picture data between the two frame groups are within the same scene (Ikeda: Fig. 10). 
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Re. claim 10, Ikeda teaches that the moving picture data extraction step includes the step 
of extracting the frame group composed of at least a specific number of frame picture data 
(Ikeda: col. 8, lines 23-34: i.e., frames are added to reach a specific number of frames for the 
time interval). 

Re. claim 23, Ikeda teaches a printing method for printing on a recording medium storing 
moving picture data, comprising: the moving picture data processing method in accordance with 
claim 1 (Ikeda: col. 12, lines 61-67); and a printing step of printing on the recording medium 
based on at least a portion of the plurality of frame picture data (Ikeda: col. 12, lines 61-67). 

Re. claim 24, the claim(s) recites analogous limitations to claim(s) 23 above, and is/are 
therefore rejected on the same premise. 

Re. claims 25, the claim(s) recites analogous limitations to claim(s) 1 above, and is/are 
therefore rejected on the same premise. 

Re. claims 26-28, the claim(s) recites analogous limitations to claim(s) 1 and 23 above, 
and is/are therefore rejected on the same premise. 

Claim Rejections - 35 USC § 103 

10. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 
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11. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

12. This application currently names joint inventors. In considering patentability of the 
claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 
claims was commonly owned at the time any inventions covered therein were made absent any 
evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 
the inventor and invention dates of each claim that was not commonly owned at the time a later 
invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 
and potential 35 U.S.C. 102(e), (f) or (g) prior art under 35 U.S.C. 103(a). 

13. Claim 11 is rejected under 35 U.S.C. 103(a) as being unpatentable over Ikeda. 
Re. claim 11, Ikeda does not explicitly teach that the frame picture evaluation step 

includes the step of calculating the first evaluation value using a motion vector calculated by 
comparing two frames of picture data that include the frame picture data targeted for calculation 
of the first evaluation value. However, Ikeda does teach a moving picture search (Ikeda: Fig. 
12) which uses pattern matching and attribute information of a moving picture. Accordingly, 
because of the moving picture information, it would have been obvious to one of ordinary skill in 
the art at the time the invention was made to use motion vectors to compare two frames of 
picture data. 
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Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisoiy action is not mailed until after 
the end of the THREE-MONTH shortened statutoiy period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 

15. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Geepy Pe whose telephone number is (571)-270-3703. The 
examiner can normally be reached on Monday - Friday, 7:00AM - 3:30PM (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Joseph Ustaris can be reached on 571-272-7383. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/Geepy Pe/ 

Examiner, Art Unit 2483 
/Joseph G Ustaris/ 

Supervisory Patent Examiner, Art Unit 2483 



